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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled In the 
art to which it pertains, or with which it is most nearty connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 32-43 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. In claim 32, lines 2 and 3, the alternative embodiment "or hollow head (53)" is 
not clearly disclosed because the head 53 does not appear to be an equivalent to the 
needle and the head is not described as having features as the needle, for example, a 
bayonet connection. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 44 and 45 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. In claim 44, line 2, "said liquid instrument" lacks 

proper antecedent basis. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 32, 34 and 40 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Conger, Sr. (4648840). Conger shows a hand piece 1, handle 4, hollow needle 13, 
for discharge of abrasive "A", Fig. 2, and fluid, column 4, lines 2-14, coupling terminal 2 
connected to a supply line 3 and means 12 for detachably connecting the needle 13, 
column 4, lines 23-48. Connection 12 is threaded, which is held to be inherently fast 
acting. As to claim 40, Conger teaches the coupling is for gas, air and therapeutic 
agent, that is, water, column 3, line 60 through column 4. line 2. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Conger, 

Sr. (4648840) in view of Tilden (2814877). Conger shows the structure as described 

above, however, while showing a treaded connection at 12, the reference does not 

show a bayonet connection. Tilden teaches that it is known to use the alternatives of 
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treaded or bayonet connections when attaching nozzles, column 4, lines 60-64. It 
would be obvious to one of ordinary skill in the art to modify Conger to include a 
bayonet connection as shown by Tilden in order to make use of art known alternatives 
to best attach a nozzle to an abrasive tool. 

Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Conger, 
Sr. (4648840) in view of Maurer et al (2643456). Conger shows the structure as 
described above, however, does not show a plurality of needles having different 
shapes, sizes and opening sizes. Maurer teaches using a plurality of needles having 
different shapes and opening sizes, Figs. 12-21 . It would be obvious to one of ordinary 
skill in the art to modify Conger to include using a plurality of nozzles as shown by 
Maurer in order to better apply the abrasive in the desired manner. That different sizes 
can be used is an obvious matter of choice in the size of known elements to one of 
ordinary skill in the art in order to best reach desired areas in the mouth of the patient. 

Claims 36 and 42-45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Conger, Sr. (4648840) in view of Landgraf et al (4198755). Conger shows the 
structure as described above, however, does not show rotating sleeves. Landgraf 
shows using rotating sleeves (22, 23) and 54. It would be obvious to one of ordinary 
skill in the art to modify Conger to include using rotating sleeves as shown by Landgraf 
in order to allow for easier positioning of the tool within the mouth of the patient. 
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Claims 37-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conger, Sr. (4648840) In view of Landgraf et al (4198755) as applied to claim 36 above, 
and further In view of Karst (4950160). Conger shows the structure as described 
above, and further shows locating the supply at an angle to the longitudinal axis of the 
hand piece while locating the coupling means on the axis, and as such, does not show 
reversing the location of these elements. Karst shows locating the coupling means as 
shown at the bottom of 12, at an angle to the longitudinal axis. It would be obvious to 
one of ordinary skill in the art to modify the above combination to include locating the 
coupling means at an angle as shown by Karst in order to choose the desired location 
of known elements so as to enable a better grip of the instrument. As to claim 38, Karst 
shows the storage container 18 being located at the rear. The specific location is 
merely a matter of the location of known elements to the skilled artisan. As to claim 39, 
the specific relative location of these elements is also an obvious matter of choice in the 
location of known element to one of ordinary skill in the art. 

Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Conger, 
Sr. (4648840) In view of Saupe et al (4696645). Conger shows the structure as 
described above, however, does not show arranging the gas feed line at the rear of the 
therapeutic line. Saupe shows locating feed line 90, Fig. 7, at the rear of feed line 87. It 
would be obvious to one of ordinary skill in the art to modify Conger to include locating 
one feed line to the rear of another as shown by Saupe in order to make use of known 
locations of elements in coupling members to best couple the elements together. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 32-45 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-23 of U.S. Patent No. 6,416,321. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because to call the claimed outlet connections of the '321 patent, fast acting 
is merely a matter of interpretation of the speed at which the connection can be made, 
and as such, would be an obvious matter of choice in terminology to one of ordinary skill 
in the art. 
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Claims 32-45 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-8 of U.S. Patent No. 6,719,561. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because to not use a rotatable coupling is an obvious matter of choice in not 
using elements to one of ordinary skill in the art. 

Specification 

The specification is objected to because it refers to claims in the description, see 
page 1. Correction is required. 

Drawings 

The drawings filed February 23, 2004 have been found to be acceptable by the 
examiner. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Black (3882638) and Ghedini et al (4608018) have been cited in 
parent applications. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to John J. Wilson whose telephone number is 571-272- 
4722. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco, can be reached at 571-272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 3732 
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